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Real Party in Interest 

The present application has been assigned to MCB Sales & Installation Services, Inc., 
which is the real party in interest. 

Related Appeals and Interferences 

Appellant asserts that no other appeals or interferences are known to the Appellant, the 
Appellant's legal representative, or assignee which will directly affect or be directly affected by 
or have a bearing on the Board's decision in the pending appeal. 

Status of Claims 

Claims 1-9, 15-20, and 22-25 are pending in the application. Claims 1-9 are allowed. 
Claims 10-14 were canceled without prejudice due to a restriction requirement, and claim 21 was 
canceled without prejudice by Applicant in the Response to Final Office Action mailed on 
September 8, 2005. 

Claims 15-20 and 22-25 stand rejected in view of several references as discussed below. 
The final rejections of claims 15-20 and 22-25 based on the cited references are appealed. The 
pending claims are shown in the attached Appendix. 

Status of Amendments 

An amendment to claim 15 and arguments were submitted by the Applicant after the final 
rejection. This amendment and arguments presented after final rejection were accepted by the 
Examiner in the Addendum to the Advisory Action mailed on November 3, 2005. 

Summary of Claimed Subject Matter 

Embodiments of the present invention are particularly usefiil in connection with landing 
gear for a trailer, but may also be useftil in any number of different applications. As set forth in 
claim 15, an embodiment of the present invention relates to a kit comprising a drive 10 and a 
template 80 (specification at page 8, lines 25-26). The drive 10 comprises a motor 12 and a first 
drive shaft 14, 16 operably connected to the motor 12 (specification at page 3, lines 13-24), the 
drive shaft having first and second end portions (specification at page 4, lines 3-26). The 
template 80 comprises a sheet (specification at page 7, lines 3-5), a first indicator 84 on the sheet 
identifying a first location 88 for drilling a hole 60, a second indicator 86 on the sheet identifying 
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a second location 90 for drilling a hole 60, a third indicator 92 on the sheet identifying a third 
location 96 for making a cut, and a fourth indictor 94 on the sheet identifying a fourth location 
98 for making a cut (specification at page 7, lines 5-7). The drive 10 is installable at the third 
and fourth locations 96, 98 for making the cuts after making the cuts (specification at page 7 line 
21 to page 8 line 14). 

As set forth in claim 25, another embodiment of the present invention relates to a kit 
comprising a drive 10 and a template 80 (specification at page 8, lines 25-26). The drive 10 
comprises a motor 12 and a first drive shaft 14, 16 operably connected to the motor 12 
(specification at page 3, lines 13-24), the drive shaft having first and second end portions 
(specification at page 4, lines 3-26). The template 80 comprises a sheet (specification at page 7, 
lines 3-5), a first indicator 84 on the sheet identifying a first location 88 for drilling a hole 60, a 
second indicator 86 on the sheet identifying a second location 90 for drilling a hole 60, a third 
indicator 92 on the sheet identifying a third location 96 for making a cut, and a fourth indictor 94 
on the sheet identifying a fourth location 98 for making a cut (specification at page 7, lines 5-7). 
The third and fourth indicators 92, 94 comprise lines on the sheet which are substantially parallel 
to one another (specification at page 7, lines 16-20 and Figure 4). 

Grounds of Rejection to be Reviewed on Appeal 

1. Whether the applied references, Paley and Nelson^ establish a prima facie case of 
obviousness with respect to claims 15-20 and 22-24. 

2. Whether the applied reference, Paley^ establishes a prima facie case of obviousness 
with respect to claim 25. 

Grouping of Claims 

Claims 15-20 and 22-24 stand finally rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Paley in view of Nelson. Claims 16-20 and 22-24 depend firom claim 15. 
Appellant's first argument relates to the first issue for claims 15-20 and 22-24, and claim 15 is 
representative of the claims. In addition to the discussion relating to all of claims 15-20 and 22- 
24, dependent claims 17-18, 22-23, and 24 are further discussed separately as sub-issues of the 
first issue. 
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Claim 25 stands finally rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Paley. This ground of rejection does not apply to any other claim. Appellant's second argument 
relates to the second issue for claim 25. 
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ARGUMENT 

L THE EXAMINER ERRED IN REJECTING CLAIMS 15-20 AND 22-24 BECAUSE 
THE APPLIED REFERENCES, PALEYIN VIEW OF NELSON, DO NOT ESTABLISH, 
ALONE OR IN COMBINATION, A PRIMA FACIE CASE OF OBVIOUSNESS WITH 
RESPECT TO CLAIMS 15-20 AND 22-24. 

A. The Examiner erred in rejecting claims 15-20 and 22-24 as being unpatentable 
over Paley in view of Nelson. 

Claims 15-20 and 22-24 stand finally rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Paley in view of Nelson. In the Final Office Action mailed on July 22, 2005, 
the Examiner states that Paley discloses a kit comprising a drive including a motor and drive 
shaft, the drive shaft having two ends. Specifically, the Examiner takes the position that a drive 
includes a hand-held power tool such as a drill or router, which the Examiner claims are 
provided for in colunrn 4, lines 61-67 of Paley by the description of "proper drilling" and "cuts 
or mortises." The Examiner then states that Paley fiirther discloses a template including a sheet 
(designated by the Examiner as number 10 of Paley) having first and second indicators 
(designated by the Examiner as numbers 16 of Paley) and third and fourth indicators (designated 
by the Examiner as numbers 18 and 20 of Paley), The Examiner also states in the Final Office 
Action mailed on July 22, 2005 that Paley discloses the drive being installable (equivocating 
with the word "positionable") at these locations for making the cuts. 

The Examiner correctly acknowledges in the Final Office Action mailed on July 22, 2005 
that Paley does not disclose a motor or drive shaft that is installable at certain locations after 
making the cuts. The Examiner then takes the position in this final office action that Nelson 
discloses a motor 24 which could be configured to be installable at certain locations after making 
the cuts. In the Final Office Action mailed on July 22, 2005, the Examiner then concludes that it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
include this component, as shown in Nelson, as part of a particular retrofit "kit" for this particular 
type of application. In the Addendum to the Advisory Action mailed on November 3, 2005, the 
Examiner affirmed this ground of rejection with respect to claims 15-20 and 22-24. 
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Applicant respectfully traverses the final rejection to claims 15-20 and 22-24. When 
applying 35 USC § 103(a), the Patent Examiner must adhere to the following rules: (a) the 
claimed invention must be considered as a whole, (b) the references must be considered as a 
whole and must suggest the desirability and thus the obviousness of making the combination, (c) 
the references must be viewed without the benefit of impermissible hindsight vision afforded by 
the claimed invention, and (d) a reasonable expectation of success is the standard with which 
obviousness is determined. See Hodosh v. Block Drug Co., /«c., 786 F.2d 1136, 1143 n.5, 229 
U.S.P.Q. 182, 187 n.5 (Fed. Cir. 1986); see also Lindemann Maschinenfabrik GMBH v. 
American Hoist and Derrick Company et al, 730 F.2d 1452, 1462, 221 U.S.P.Q. 481, 488 (Fed. 
Cir. 1984). 

Appellant respectfully submits that the Examiner erred by failing to indicate some 
suggestion or motivation present within either of Paley or Nelson to install the drive at the third 
and fourth locations after making the cuts, as is required for the Examiner to make a proper 
prima facie rejection under 35 USC § 103(a). Paley deals with installing door strikes, while 
Nelson deals with installing a power drive mechanism for trailer landing gear. Paley does not 
mention or suggest installing a drive or drive shaft at any location after making the cuts; rather, a 
door strike (which is completely unrelated to a drive) is installed after making the cuts. Nelson 
does not mention or suggest utilizing any sort of template for making the cuts, and as the 
Examiner acknowledges, the power drive mechanism of Nelson would have to be modified to be 
installable at certain locations (the third and fourth locations) after making the cuts. Therefore, 
one of ordinary skill in the art would have no reason to combine these two totally unrelated 
references in non-analogous arts in any way, much less to combine these two references to install 
a drive at the third and fourth locations. Additionally, one of ordinary skill in the art would have 
no motivation or reason to combine the two totally unrelated references to install the power drive 
mechanism at locations on a template and further modify that power drive mechanism to make it 
installable at the mentioned locations. Therefore, reliance on impermissible hindsight is required 
to combine Paley and Nelson to arrive at the claimed invention. 

According to case law, the mere fact that references can be modified does not render the 
combination obvious unless the prior art also suggests the desirability of the combination. See In 
re Mills, 916 F.2d 680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 1990). Therefore, Applicant respectfully 
submits that the Examiner's assertion that the motor 24 of Nelson could be configured to be 
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installable at certain locations after making the cuts is insufficient to support a prima facie case 
of obviousness. The Examiner fails to provide any other motivation vsrithin the prior art or within 
either Paley or Nelson to combine Nelson with Paley to re-configure a drive to be installable at 
locations indicated on a template. 

Furthermore, according to In re Oetiker, "[i]n order to rely on a reference as a basis for 
rejection of an applicant's invention, the reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
inventor was concerned." See In re Oetiker, 977 F.2d 1443, 1446, 24 U.S.P.Q.2d 1443, 1445 
(Fed. Cir. 1992). Obviously, the Paley reference (door strike installation) is not in the field of 
applicant's endeavor (installing a drive). Moreover, Applicant respectfully submits that the 
Examiner fails to show why one in the field of installing a drive would be concerned with the art 
of door strikes. In In re Oetiker, 977 F.2d 1443 (Fed. Cir. 1992), the court held that the reference 
was not within the field of applicant's endeavor, and was not reasonably pertinent to the 
particular problem with which the inventor was concemed, because it had not been shown that a 
person of ordinary skill, seeking to solve the problem of fastening a hose clamp, would 
reasonably be expected or motivated to look to fasteners for garments. See In re Oetiker, 977 
F.2d at 1446. Here, similarly, Appellant submits that the Examiner has failed to show that one 
seeking to install a drive of trailer landing gear would reasonably be expected or motivated look 
to the door strike area of prior art. 

In rejecting claims, the Examiner bears the initial burden of presenting a prima facie case 
of unpatentability. See, e.g.. In re Glaug, 977 F.2d 1443, 1445, 62 U.S.P.Q.2d 1151, 1152 (Fed. 
Cir. 2002). Only if that burden is met does the burden of coming forward with evidence or 
argument shift to the Applicant. See id. To establish a prima facie case of obviousness, the 
Examiner must show "some objective teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead that individual to combine the relevant 
teachings of the references." See, e.g., In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d 1596, 
1598 (Fed. Cir 1988). 

As discussed above, the Examiner has not met her initial burden of presenting a prima 
facie case of unpatentability with respect to the rejections of claims 15-20 and 22-24. The 
Examiner has failed to provide an objective teaching in the prior art or in the knowledge 
generally available to one of ordinary skill in the art which would lead an individual to combine 
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the door strike of Paley with the trailer landing gear of Nelson, much less to install the drive or 
the drive shaft of Nelson at the locations specified in the claims (the third and fourth locations) 
after making the cuts. As stated above, Paley does not mention or suggest installing a drive at 
any location after making the cuts; rather, a door strike is installed after making the cuts. Nelson 
does not mention or suggest utilizing any sort of template for making the cuts, and as the 
Examiner acknovs^ledges, the power drive mechanism of Nelson would have to be modified to be 
installable at certain locations after making the cuts (as evidenced in the "may be configured" 
language at page 3 of the Final OflFice Action mailed on July 22, 2005). Furthermore, the 
template of Paley would also have to be modified to allow the motor of Nelson to be installable 
at the locations specified by the template of Paley, because the locations indicated on the 
template of Paley for installing the door strike would be markedly different than the locations 
required to install the motor of Nelson in an operable and workable fashion. Therefore, 
Appellant respectfixUy submits that one of ordinary skill in the art would have no reason to 
combine these two totally unrelated references in non-analogous arts in any way, much less to 
combine these two references to install the drive at or between the third and fourth locations. 
Additionally, one of ordinary skill in the art would have no motivation or reason to combine the 
two totally unrelated references to install the power drive mechanism at locations on a template 
and fiirther modify that power drive mechanism of Nelson and the template of Paley to make the 
drive mechanism of Nelson capable of installation at the mentioned locations. Appellant 
respectfiilly submits that the only possible way that a rejection based on combining these two 
unrelated references without any suggestion or motivation indicated in the prior art, and fiirther 
with substantial modifications required of at least two components in the two unrelated 
references to meet the requirements of the claims, is through impermissible hindsight based on 
the Applicant's disclosure. 

For the above reasons, Appellant respectfiilly submits that the Examiner has failed to 
meet her initial burden of establishing a prima facie case of obviousness with respect to claims 
15-20 and 22-24. Appellant also respectfiilly submits that the above arguments have illustrated 
that claims 15-20 and 22-24 distinguish over and are patentable over Paley and Nelson. It is 
therefore respectfiilly requested that the final rejection of claims 15-20 and 22-24 be reversed. 
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B. The Examiner erred in rejecting claims 17-18 as being unpatentable over Paley 
in view of Nelson. 

As discussed above, claims 17-18 stand finally rejected under U.S.C. § 103(a) as being 
unpatentable over Paley in view of Nelson. In addition to the above arguments discussed above 
in this Appeal Brief in Section lA with respect to claims 17-18, Appellant submits that the 
Examiner erred in rejecting claims 17-18 as unpatentable over Paley in view of Nelson because 
neither reference discloses or suggests the elements of claims 17-18. Appellant respectfully 
submits that Paley and Nelson, alone or in combination, do not teach, show, or suggest a kit 
having a drive and a template as stated in claims 17-18, where the first and second indicators on 
the sheet identifying locations for drilling the holes and the third and fourth indicators on the 
sheet identifying locations for making the cuts are separated by the specified distances recited in 
each of claims 17-18. Claim 18 depends from claim 17. The Examiner suggests in the Office 
Action mailed on February 11, 2005 that "it is clear that these parameters are application- 
specific, and that the template is customized for this particular application. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
include a range of distances between the locations for the specific application." 

As stated above, Nelson does not mention or suggest a template of any form for its drive 
motor. While Paley does teach a template for installing a door strike, Paley does not teach, 
show, or suggest separating the first and second locations by a first distance substantially within 
a range of from approximately 3 inches to approximately 6 inches, and further does not teach, 
show, or suggest separating the third and fourth locations on the sheet by a second distance 
substantially within a range of from approximately 1 inch to approximately 5 inches, as recited in 
claim 17. Moreover, Paley does not teach, show, or suggest the first distance being substantially 
within a range of from approximately 4 inches to approximately 5 inches, and further does not 
teach, show, or suggest the second distance substantially within a range of from approximately 2 
inches to approximately 4 inches, as recited in claim 18. In fact, Paley does not mention within 
its specification any range of distances between its scorelines 16 and crosshairs 18, 20 (and, as 
discussed below, there is no distance between crosshairs 18 and 20 of Paley). 

Additionally, Paley, the only reference of the two references cited by the Examiner which 
even mentions a template, discloses completely inapposite "indicators" to those recited in claims 
17 and 18 of Appellant's application. Specifically, in Figures 1-5 of Paley, the vertical crosshair 
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scored area 18, which the Examiner utilizes to designate the "third indicator" of the claims, and 
the horizontal crosshair scored area 20, which the Examiner utilizes to designate the "fourth 
indicator" of the claims, intersect one another and are therefore not at miy distance from one 
another (they are obviously at a distance of zero inches from one another), see also Paley at 
column 3, lines 28-30; whereas, claims 17 and 18 recite that the third and fourth indicators are 
disposed at specified distances from one another. Paley does not contemplate separating these 
crosshair scored areas 18 and 20 from one another at any distance, and in fact teaches away from 
separating these crosshair scored areas 18, 20 from one another because the purpose of the 
scored areas is to form an area in the shape of a cross (see Paley at column 4, lines 22-25) which 
eventually is cut out into the door jamb for mounting the door strike (see Paley at column 4, lines 
31-37) thereon. Furthermore, because the template of Paley acts as an outline of an electric door 
strike 12 having the purpose of indicating the position for installation of a door strike, a person 
skilled in the art would have no motivation for separating the vertical crosshair scored area 18 
from the horizontal crosshair scored area 20 of Paley at a distance, much less at the distance 
recited in Appellant's claims 17 and 18. Paley even indicates at column 5, lines 36-38 that "[i]t 
is believed, however, that the crosshair approach is the best mode for practicing the instant 
invention." For all of the above reasons, Appellant respectfiiUy requests allowance of claims 17 
and 18. 

For the above reasons discussed in this section and in Section lA above. Appellant 
respectfiiUy submits that the Examiner has failed to meet her initial burden of establishing a 
prima facie case of obviousness with respect to claims 17-18. Appellant also respectfiiUy 
submits that the above arguments have illustrated that claims 17-18 distinguish over and are 
patentable over Paley and Nelson. It is therefore respectfiiUy requested that the final rejection of 
claims 17-18 be reversed. 

C. The Examiner erred in rejecting claims 22-23 as being unpatentable over Paley 
in view of Nelson. 

As discussed above, claims 22-23 stand finally rejected under U.S.C. § 103(a) as being 
unpatentable over Paley in view of Nelson, In addition to the above arguments discussed in 
Section lA of this Appeal Brief with respect to claims 22-23, Appellant respectfully submits that 
Paley and Nelson do not teach a drive installable at the cuts after making the cuts and a tool for 
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drilling the hole or making the cut, as recited in claims 22-23. The drive and the tool are two 
separate elements in the claims, and Appellant submits that the Examiner has not shown that 
Paley or Nelson, alone or in combination, teaches, shows, or suggests both of these elements. 
Accordingly, Appellant respectfully requests allowance of claims 22-23. 

The Examiner states in the Final Office Action mailed on July 22, 2005 that "it is 
inherent to use a drive/tool to make holes, cuts, etc. in a material, and various types of templates 
to ensure precision. Therefore, to belabor the ^novelty' of this particular subject matter appears 
groundless." Applicant respectfully traverses this statement. In following the patent law rules 
stated above relating to 35 USC § 103(a), Applicant submits that the Examiner must consider the 
claimed invention as a whole. The novelty of one particular element recited in the claims (here, 
the tool) is immaterial; rather, it is the novelty of the claimed combination which is at issue. 
Thus, the entire claim, including the kit comprising the drive and the tool for making the cut or 
for drilling the hole must be considered, as well as the template and indicators, in determining 
the allowability of claims 22-23. As mentioned above. Applicant respectfully submits that the 
Examiner is using Paley to designate the "drive" recited in claims 22-23 but fails to use any 
element of Paley to designate the "tool" recited in claims 22-23. Applicant therefore transverses 
the rejection to claims 22-23 on the grounds that each of claims 22-23 has not been considered as 
a whole, where the kit includes all of the recited components in combination , as required. 

Furthermore, Appellant respectfully submits that the Examiner has provided no 
suggestion or motivation for the combination of Paley and Nelson to provide a kit having a drive, 
tool, and template, as required by claims 22-23. In fact, Appellant respectfully submits that the 
Examiner has not been clear in the prosecution of this patent application as to which elements of 
claims 22-23 are supposedly disclosed by Paley and which elements of claims 22-23 are 
supposedly disclosed by Nelson, much less as to where the motivation or suggestion lies in the 
prior art to combine these elements to arrive at claims 22-23. The Examiner has failed to 
indicate why one skilled in the art would be motivated by Paley, Nelson, or other prior art to 
provide a kit having a drive, tool, and template, where the drive is installable after making the 
cuts in the template; accordingly, Appellant respectfully submits that the Examiner has failed to 
put forth a prima facie case of obviousness with respect to claims 22-23. 

For the above reasons discussed in this section and in Section lA above, Appellant 
respectfully submits that the Examiner has failed to meet her initial burden of establishing a 
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prima facie case of obviousness with respect to claims 22-23. Appellant also respectfully 
submits that the above arguments have illustrated that claims 22-23 distinguish over and are 
patentable over Paley and Nelson. It is therefore respectfully requested that the final rejection of 
claims 22-23 be reversed. 

D. The Examiner erred in rejecting claim 24 as being unpatentable over Paley in 
view of Nelson. 

As discussed above in Section lA of this Appeal Brief, the Examiner erred in rejecting 
claim 24 because neither Paley nor Nelson, alone or in combination, discloses a drive installable 
at the third and fourth locations for making the cuts after making the cuts. In addition, neither 
Paley nor Nelson, alone or in combination, teaches, shows, or suggests a drive shaft being 
installable at the third and fourth locations after making the cuts, as recited in claim 24. 

Installing a drive shaft at any location on the template is not mentioned or suggested in 
either of the references, much less installing a drive shaft at the third and fourth locations, as 
indicated in claim 24. In Paley, a door strike is installed on a door at the crosshairs 18, 20 
(which the Examiner designates as the third and fourth indicators) after making the cuts at the 
crosshairs 18, 20. The Examiner has not indicated any valid suggestion or motivation in Paley or 
Nelson for installing the motor of Nelson using any type of template, much less any suggestion 
or motivation in either of the cited references for installing the motor of Nelson at third and 
fourth locations as indicated by a template. Furthermore, for the template of Paley to be capable 
of installation of a drive shaft at the locations for making the cuts, a substantial re-design of the 
template would be necessary. The Examiner has not provided any reason that a person skilled in 
the art of drives would look to the art of door strikes to make using a template to install a drive 
shaft obvious, much less any reason that a person skilled in the art of drives would completely 
aher the locations of the indicators on the template of Paley (completely re-design the template 
of Paley) to allow correct installation of a drive, as necessary for the template to be capable of 
indicating the position for installation of the drive (in other words, as necessary for the template 
to be operable). 

For the above reasons discussed in this section and in Section lA above. Appellant 
respectfully submits that the Examiner has failed to meet her initial burden of establishing a 
prima facie case of obviousness with respect to claim 24. Appellant also respectfiiUy submits 
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that the above arguments have illustrated that claim 24 distinguishes over and is patentable over 
Paley and Nelson. It is therefore respectfully requested that the final rejection of claim 24 be 
reversed. 

11. THE EXAMINER ERRED IN REJECTING CLAIM 25 BECAUSE THE 
APPLIED REFERENCE, PALEY, DOES NOT ESTABLISH A PRIMA FACIE CASE OF 
OBVIOUSNESS WITH RESPECT TO CLAIM 25. 

Claim 25 stands finally rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Paley, Applicant respectfully submits that Paley does not teach, show, or suggest a template 
comprising third and fourth indicators on a sheet, wherein said third and fourth indicators 
comprise lines on said sheet which are substantially parallel to one another, as recited in claim 
25. Rather, the component of Paley which the Examiner utilizes as the third indicator is a 
vertical crosshair scored area 18, while the component of Paley which the Examiner utilizes as 
the fourth indicator is a horizontal crosshair scored area 20. See Paley at Figures 1-3 and 5 and 
at colunm 3 lines 36-41. The vertical and horizontal scored areas 18, 20 of Paley are not 
substantially parallel to one another. 

Furthermore, Applicant submits that the Examiner has failed to indicate some suggestion 
existing in the prior art for altering the location of the indicators of Paley. As stated above in 
Section lA of this Appeal Brief, the case law relating to 35 USC § 103(a) requires that the 
reference(s) utilized for the obviousness rejection must be considered as a whole and must 
suggest the desirability and thus the obviousness of making the combination, and that the 
reference(s) must be viewed without the benefit of impermissible hindsight vision afforded by 
the claimed invention. Paley, as mentioned above, discloses a template for installation of 
electric door strikes. The nature of an electric door strike necessitates the positioning of the 
indicators as disclosed in Paley. There is no teaching or suggestion in Paley and no motivation 
or recitation of desirability for altering the location of the indicators on the template to allow 
installation of a totally unrelated mechanism such as a drive. Thus, the Examiner relies on 
impermissible hindsight vision afforded by Applicant's claimed invention and specification and 
fails to provide some suggestion of the desirability of changing the location of the indicators of 
the template of Paley, 
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The Examiner indicates in the Final Office Action mailed on July 22, 2005 that "it would 
have been obvious to one with ordinary skill in the art at the time the invention was made to 
include punched holes and lines, as another means to indicate locations for these particular types 
of cuts/modifications to material, thus increasing applicability." In this reasoning, Appellant 
submits that the Examiner is engaging in impermissible hindsight based on Applicant's 
specification. The broad assertion that "increasing applicability" is the reason for obviousness of 
a claim due to a reference could potentially render all possible claims of any application obvious, 
as an Applicant would always desire to increase applicability of his/her invention if he or she 
could see into the future at the time of filing of a patent application. 

Further, as stated above, the mere fact that references can be modified does not render the 
combination obvious unless the prior art also suggests the desirability of the combination. See In 
re Mills, 916 F.2d 680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 1990). "[T]he mere fact that a worker in 
the art could rearrange the parts of the reference device to meet the terms of the claims... is not 
by itself sufficient to support a finding of obviousness. The prior art must provide a motivation 
or reason for the worker in the art, without the benefit of [applicant's] specification, to make the 
necessary changes in the reference device." See Ex Parte Chicago Rawhide Mfg. Co., 223 
U.S.P.Q. 351, 353 (Bd. Pat. App. & Inter. 1984). Applicant submits that the Examiner has not 
stated any suggestion in the prior art of the desirability of the modification of the template of 
Paley to result in the template recited in claim 25; thus. Appellant submits that the Examiner has 
not set forth the required prima facie case of obviousness. 

Appellant respectfully submits that to modify the template 12 of Paley, which has 
scorelines 16 and crosshairs 18, 20 for the purpose of indicating cut positions on a door jamb for 
an electric door strike installation thereon, to allow installation of a drive would require 
substantial modification of the template which is not contemplated in either of the cited 
references. As shown in Figures 1-5 and as discussed at column 3 lines 28-30 and column 4 
lines 23-25 of Paley, the crosshairs 18, 20 intersect one another to form a cross, which "is the 
best mode for practicing the instant invention" (see Paley at column 5, lines 36-38). This 
substantial re-design of the crosshairs to not intersect one another as taught in Paley, but rather to 
be parallel to one another as recited in Applicant's claim 25, would not be obvious fi:om Paley in 
view of Nelson. 
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Additionally, Appellant respectfully submits that the door strike art of Paley is non- 
analogous to the art of installing a drive; therefore, Paley is unavailable as a reference in this 
respect. In In re Oetiker, 977 F.2d 1443, 24 U.S.P.Q.2d 1443, 1445 (Fed. Cir. 1992), the court 
held that the reference was not within the field of applicant's endeavor, and was not reasonably 
pertinent to the particular problem with which the inventor was concemed, because it had not 
been shown that a person of ordinary skill, seeking to solve the problem of fastening a hose 
clamp, would reasonably be expected or motivated to look to fasteners for garments. Here, 
similarly. Applicant submits that the Examiner has failed to show that one seeking to install a 
drive of trailer landing gear would reasonably be expected or motivated look to the door strike 
area of prior art. 

As mentioned above with respect to the discussion of claims 15-20 and 22-24, the 
Examiner bears the initial burden in rejecting claims of presenting a prima facie case of 
unpatentability. See, e.g.. In re Glaug, 977 F.2d 1443, 1445, 62 U.S.P.Q.2d 1151, 1152 (Fed. 
Cir. 2002). Only if that burden is met does the burden of coming forward with evidence or 
argument shift to the Applicant. See id. To establish a prima facie case of obviousness, the 
Examiner must show "some objective teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead that individual to combine the relevant 
teachings of the references. See, e.g., In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d 1596, 1598 
(Fed. Cir 1988). Appellant respectfiiUy submits that the Examiner has not met her initial 
burden for the reasons discussed above. 

For at least the above reasons, Appellant respectfully submits that Paley does not teach, 
show, or suggest a kit, comprising a drive, said drive comprising a motor; and a first drive shaft 
operably connected to said motor, said first drive shaft having first and second end portions; and 
a template, said template comprising a sheet; a first indicator on said sheet identifying a first 
location for drilling a hole; a second indicator on said sheet identifying a second location for 
drilling a hole; a third indicator on said sheet identifying a third location for making a cut; and a 
fourth indicator on said sheet identifying a fourth location for making a cut, wherein said third 
and fourth indicators comprise lines on said sheet which are substantially parallel to one another, 
as recited in claim 25. 

For the above reasons, Appellant respectfully submits that the Examiner has failed to 
meet her initial burden of establishing a prima facie case of obviousness with respect to claim 
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25. Appellant also respectfully submits that the above arguments have illustrated that claim 25 
distinguishes over and is patentable over Paley. It is therefore respectfully requested that the 
final rejection of claim 25 be reversed. 



For all of the above reasons, Appellant respectfully submits that the Examiner has failed 
to meet her initial burden of establishing a prima facie case of obviousness with respect to claims 
15-20 and 22-25. Appellant also respectfully submits that the above arguments illustrate that 
claims 15-20 and 22-24 distinguish over and are patentable over Paley in view of Nelson and that 
claim 25 distinguishes over and is patentable over Paley. Therefore, Appellant respectfully 
requests reversal of the final rejections of claims 15-20 and 22-25 and allowance of these claims. 

In view of the above, it is clear that Appellant's invention is new, useful, and non- 
obvious, that the differences over the closest and most pertinent prior art are material and 
significant, and that there is no basis in law for the rejections set forth by the Examiner. It is 
therefore requested that this Honorable Board of Appeals correct these errors by reversing the 
final rejections of claims 15-20 and 22-25. 



Conclusion 



Respectfully submitted. 




Kylti D. Cummings 
Registration No. 50,682 

Speed Law Firm 



1 1 1 Center Street, Suite 1200 
Little Rock, Arkansas 72201 
Telephone: (501)219-2800 
Facsimile: (501)219-2879 
Attomey for Applicant 
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CLAIMS APPENDIX 

1. (Original) A combination, comprising: 
a trailer; 

a first support member secured to said trailer; 

a second support member secured to said first support member, said second support 
member being telescopically received within said first support member and being movable 
between raised and lowered positions; 

a first cross member; 

first means for moving said second support member between said raised and lowered 
positions upon rotation of said first cross member, said first cross member being operably 
connected to said first moving means; 

a second cross member; and 

a drive, said drive comprising: 
a motor; and 

a first drive shaft operably connected to said motor, said first drive shaft having 
first and second end portions, said first end portion being affixed to said first cross 
member and said second end portion being affixed to said second cross member. 

2. (Original) The combination of claim 1, further comprising: 
a third support member secured to said trailer; 

a fourth support member secured to said third support member, said fourth support 
member being telescopically received within said third support member and being movable 
between raised and lowered positions; 
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second means for moving said fourth support member between said raised and lowered 
positions upon rotation of said second cross member, said second cross member being operably 
connected to said second moving means. 

3. (Original) The combination of claim 2, wherein: 

said first cross member comprises a first pipe, said first pipe having first and second 
apertures passing therethrough; 

said first end portion of said first drive shaft having a first aperture passing therethrough; 

and 

fiirther comprising, a first rigid member, said first rigid member being affixed within said 
first and second apertures of said first pipe and within said first aperture of said first end portion 
of said first drive shaft. 

4. (Original) The combination of claim 3, wherein: 

said second cross member comprises a second pipe, said second pipe having first and 
second apertures passing therethrough; 

said second end portion of said first drive shaft having a first aperture passing 
therethrough; and 

fiirther comprising a second rigid member, said second rigid member being affixed 
within said first and second apertures of said second pipe and within said first aperture of said 
second end portion of said first drive shaft. 

5. (Original) The combination of claim 1 , wherein said first cross member comprises a 
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first pipe having an outer diameter that is substantially within a range of fi-om approximately 1 
inch to approximately 1.5 inches. 

6. (Original) The combination of claim 5, wherein said second cross member comprises 
a second pipe, said first pipe having an outside diameter that is approximately 1.25 inches and 
said second pipe having an outside diameter that is approximately 1.25 inches. 

7. (Original) The combination of claim 1, wherein said first drive shaft has a plurality 
of gear teeth formed in an intermediate portion thereof 

8. (Original) The combination of claim 1 , wherein said drive fiirther comprises: 
a second drive shaft operably connected to said motor; 

at least one gear operably connecting said second drive shaft to said first drive shaft; and 
a hoxising, said motor, said second drive shaft, and said at least one gear being disposed 

within said housing, and at least a portion of said first drive shaft being disposed within said 

housing. 

9. (Original) The combination of claim 8, wherein said first drive shaft is disposed 
substantially parallel to said second drive shaft. 

Claims 10-14. (Canceled). 

15. (Previously Presented) A kit, comprising: 
a drive, said drive comprising: 
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a motor; and 

a first drive shaft operably connected to said motor, said first drive shaft having 
first and second end portions; and 
a template, said template comprising: 

a sheet; 

a first indicator on said sheet identifying a first location for drilling a hole; 
a second indicator on said sheet identifying a second location for drilling a hole; 
a third indicator on said sheet identifying a third location for making a cut; and 
a fourth indicator on said sheet identifying a fourth location for making a cut, 
w^herein the drive is installable at the third and fourth locations for making the 
cuts after making the cuts. 

16. (Original) The kit of claim 1 5, wherein said template further comprises an adhesive 
on a surface of said sheet. 

17. (Original) The kit of claim 15, wherein: 

said first location and said second location are separated by a first distance, said first 
distance being substantially wdthin a range of from approximately 3 inches to approximately 6 
inches; and 

said third location and said fourth location are separated by a second distance, said 
second distance being substantially within a range of from approximately 1 inch to 
approximately 5 inches. 

1 8. (Original) The kit of claim 1 7, wherein: 
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said first distance is substantially within a range of from approximately 4 inches to 
approximately 5 inches; and 

said second distance is substantially within a range of from approximately 2 inches to 
approximately 4 inches. 

1 9. (Original) The kit of claim 1 5, wherein said third and fourth locations are disposed 
on a portion of said sheet that is between said first location and said second location. 

20. (Original) The kit of claim 1 5, wherein: 

said first and second indicators comprise holes passing through said sheet; and 
said third and fourth indicators comprise lines on said sheet. 



21. 



(Canceled). 



22. 



(Previously Presented) 



The kit of claim 15, further comprising a tool for drilling 



the hole. 



23 . (Previously Presented) 



The kit of claim 15, further comprising a tool for making 



the cut. 



24. (Previously Presented) 



The kit of claim 15, wherein the first drive shaft is 



installable at the third and fourth locations after making the cuts. 



25. (Previously Presented) A kit, comprising: 
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a drive, said drive comprising: 
a motor; and 

a first drive shaft operably connected to said motor, said first drive shaft having 
first and second end portions; and 
a template, said template comprising: 

a sheet; 

a first indicator on said sheet identifying a first location for drilling a hole; 
a second indicator on said sheet identifying a second location for drilling a hole; 
a third indicator on said sheet identifying a third location for making a cut; and 
a fourth indicator on said sheet identifying a fourth location for making a cut, 
wherein said third and fourth indicators comprise lines on said sheet which are 
substantially parallel to one another. 
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EVIDENCE APPENDIX 
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RELATED PROCEEDINGS APPENDIX 



None 
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